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REMARKS 

Claims 1-14 are pending in the present application. Claims 15-30 were 
previously withdrawn. 

Reconsideration of the application is respectfully requested in view of the 
following responsive remarks. For the Examiner's convenience and reference, 
Applicant's remarks are presented in the order in which the corresponding issues were 
raised in the Office Action. 

In the office action of November 16, 2005 the following actions were taken: 

(1) Examiner verified claims 15-30 were withdrawn. 

(2) Claims 1-3 and 10-14 were rejected under 35 U.S.C. 102(a) as being 
anticipated by the Background of the Invention section in the 
Applicant's disclosure. 

(3) Claims 1-5 and 8-14 were rejected under 35 U.S.C. 102(a) or (e) as 
being anticipated by U.S. Application No. 2002/0167100 Al 
(hereinafter "Moszner"). 

(4) Claims 6 and 7 were rejected under 35 U.S.C. 103(a) as being 
unpatentable over Moszner. 

It is respectfully submitted that the presently pending claims be examined and 
allowed. Applicants submit that each and every amendment herein, and throughout 
the prosecution of the present application is fully supported by the specification as 
originally filed, and that no new matter has been added. 

Rejections under 35 U.S.C. $102 

The Examiner has rejected claims 1-3 and 10-14 under 35 U.S.C. 102 over the 
Background of the Invention section of the Applicant's disclosure. The Examiner has 
also rejected claims 1-5 and 8-14 over the published U.S. Patent Application 
Moszner. 

Before discussing these rejections, it is thought proper to briefly state what is 
required to sustain such a rejection. It is well settled that "[a] claim is anticipated only 
if each and every element as set forth in the claims is found, either expressly or 
inherently described, in a single prior art reference." Verdegaal Bros. v. Union Oil of 
California, 814 F.2d 628, 2 U.S.P.Q. 2d 1051, 1053 (Fed. Cir. 1987). In order to 
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establish anticipation under 35 U.S.C. 102, all elements of the claim must be found in 
a single reference. Hybritech, Inc. v. Monoclonal Antibodies, Inc., 231 U.S.P.Q. 81, 
90 (Fed. Cir. 1986), cert, denied 107 S.Ct. 1606 (1987). In particular, as pointed out 
by the court in W.L. Gore & Assoc., Inc. v. Garlock, Inc., 220 U.S.P.Q. 303, 313 (Fed. 
Cir. 1981), cert denied, 469 U.S. 851 (1984), "anticipation requires that each and 
every element of the claimed invention be disclosed in a prior art reference." "The 
identical invention must be shown in as complete detail as is contained in the... claim." 
Richardson v. Suzuki Motor Co. 9 U.S.P.Q. 2d 1913, 1920 (Fed. Cir. 1989). 

The Background of the Invention section of the disclosure states, "Typically, a 
solid free-form fabrication system includes a dispensing system such as an ink-jet 
dispensing system, a curing or hardening system, and a build platform." The 
background section does not, however, discuss, reference, or make mention of an ink- 
jet dispensing system that is adapted to dispense build materials having nanofillers 
dispersed therein. This being stated, claim 1 has nevertheless been amended to 
require that the solid free-form fabrication system include the build material per se 
with nanofiller particulates as part of the system as a whole. As there is no mention of 
nanofiller particulates, it follows that the Background of the Invention section does 
not discuss dispensing systems that are adapted to dispense a build material having 
nanofiller particulates, nor does it discuss nanofiller-containing build material loaded 
in such a dispensing system as is required by claim 1 . As all pending dependant 
claims, particularly claims 2-3 and 10-14 depend from claim 1, the same argument as 
above applies thereto. Reconsideration of this rejection is respectfully requested. 

The Examiner has also rejected claims 1-5 and 8-14 as being anticipated by 
Moszner. The office action states, "Moszner et al teach an ink jet type plotting. . ." 
(underlining added). Applicant respectfully submits that the technology discussed in 
Moszner does not discuss nor suggest ink jet , or ink jet type plotting systems . 
Moszner specifically points to a "three dimensional plotting technology" (claim 1) 
and a "material applying device" (claim 18). There is no mention of ink-jet or ink-jet 
related architecture anywhere in the reference. It is notable that ink-jet printing 
requires very technical expertise, which is much more specialized than other basic 
forms of material application that use a nozzle. Inkjet technology relies on highly 
technical and unique methods for dispensing ink-like materials. Stated another way, 
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materials that are suitable for use with ink-jet printing architecture typically have to 
be specifically formulated so that it can be dispensed effectively therefrom. 

It is notable that Moszner does discuss the use of nozzles in applying layering 
material. For example, proposed claim 28 requires a device with "a nozzle opening 
between 200 and 2000 micrometers," and proposed claim 29 includes a "nozzle which 
is controlled to move in the manner of a plotter and is controlled during such 
movement to apply the plastic material." This language does not point to or infer the 
use of ink jet technology, which typically utilizes nozzle openings that are usually 
smaller than much of the range set forth in Moszner. As Moszner does not 
specifically teach the use of ink jet technology, Moszner cannot be used to sustain a 
rejection under 35 U.S.C. 102. Reconsideration on these grounds is respectfully 
requested. 

Rejections Under 35 U.S.C. $103 

The Examiner has also rejected claims 6 and 7 as being obvious in view 
Moszner. The Applicant respectfully submits that these claims are patentable over the 
cited reference. Before discussing the obviousness rejections herein, it is thought 
proper to briefly state what is required to sustain such a rejection. The issue under § 
103 is whether the PTO has stated a case of prima facie obviousness. According to 
the MPEP § 2142, the Examiner has the burden and must establish a case of prima 
facie obviousness by showing the prior art reference, or references combined, teach or 
suggest all the claim limitations in the instant application. Further, the Examiner has 
to establish some motivation or suggestion to combine and/or modify the references, 
where the motivation must arise from the references themselves, or the knowledge 
generally available to one of ordinary skill in the art. The Applicant respectfully 
asserts the Examiner has not satisfied the requirement for establishing a case of prima 
facie obviousness in any of the rejections. 

With the above background in mind, Applicant contends that maintaining a 
prima facie case of obviousness would not be proper in view of the presently pending 
claims. Further, the Applicant contends that the application of the Moszner reference 
to the presently pending claims would be, at best, based on hindsight. Further, the 
modification suggested by Examiner would destroy the function of Moszner. 
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To begin, Applicant asserts that claim 1, as presently amended, is in allowable 
condition, and thus, claims 6 and 7 are also in allowable condition. This being stated, 
the Examiner contends that claim 6, which further comprises a milling system, and 
claim 7, which further comprises a build platform that can be lowered, are also 
individually unpatentable over Moszner. As stated previously, Moszner specifically 
points to a "three dimensional plotting technology" and a "material applying device." 
Again, there is no mention of ink-jet or ink-jet related architecture anywhere in the 
reference. Thus, even claim 1 is not obvious in view of Moszner, as there is no 
suggestion in Moszner to modify its teachings to arrive at use of ink jet architecture. 
Based on the expansive list of possible materials in Moszner, one skilled in the art 
would not be lead to believe that the disclosed technology would be effective in ink 
jetting. In fact, the use of ink-jet architecture to jet many of the materials discussed in 
Moszner would not be functional , as many of these materials would have to be 
specifically re-formulated to be operable in ink jet architecture. Further, there is no 
teaching or suggestion in Moszner to modify the reference to read on a milling system 
or a build platform that is lowered. As it is incumbent on the Examiner to point to a 
suggestion to make this modification, a prima facie case of obviousness has not been 
made. Thus, reconsideration of the rejections under this section is also respectfully 
requested. 

In view of the foregoing, Applicants believe that claims 1-14 present 
allowable subject matter and allowance is respectfully requested. If any impediment 
to the allowance of these claims remains after consideration of the above remarks, and 
such impediment could be removed during a telephone interview, the Examiner is 
invited to telephone W. Bradley Haymond (Registration No. 35,186) at (541) 715- 
0159 so that such issues may be resolved as expeditiously as possible. 
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Please charge any additional fees except for Issue Fee or credit any 
overpayment to Deposit Account No. 08-2025. 
Dated this 15 th day of February, 2006. 

Respectfull* submitted, 





P/Oakeson 
Attorney for Applicant 
Registration No. 44,266 

Of: 

THORPE NORTH & WESTERN, LLP 
8180 South 700 East, Suite 200 
Sandy, Utah 84070 
(801) 566-6633 



On Behalf Of: 
HEWLETT-PACKARD COMPANY 
1000 NE Circle Blvd., m/s 422B 
Corvallis, OR 97330-4239 
(541)715-0159 



